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The Law 



§ 102. Conditions for patentability; novelty  
◦ (a) NOVELTY; PRIOR ART.—A person shall be entitled to a 

patent unless—  
(1) the claimed invention was patented, described in a 
printed publication, or in public use, on sale, or otherwise 
available to the public before the effective filing date of the 
claimed invention  

102(a)(1) precludes a patent if a claimed 
invention was, before the effective filing date of 
the claimed invention:  
◦ • patented 

described in a printed publication 
in public use 
on sale, or 
otherwise available to the public.  
 



"Patented" under 102(a)(1) refers to:  
◦ an issued U.S. patent  
◦ an issued foreign patent in any language  
"Printed publication" under 102(a)(1) may include:  
◦ U.S. patent application publications and WIPO published 

PCT (international) applications  
◦ foreign patent documents (patents and published 

applications)  
◦ journal articles, technical manuals, magazines, newspapers, 

and books  
◦ poster presentations and handouts at scientific meetings  
◦ advertising  
◦ material posted on Internet Web sites  
No change from pre-AIA law 
 



Public Use 
◦ Must be public (same as pre-AIA) 
◦ Does not require enabling use (same as pre-AIA) 
◦ May occur outside US (ddifferent from pre-AIA) 
◦ May be evidenced by a non-prior art document 

(same as pre-AIA) 
On Sale 
◦ Must be public (ddifferent from pre-AIA) 
◦ Does not require enabling use (same as pre-AIA) 
◦ May occur outside US (ddifferent from pre-AIA) 
◦ May be evidenced by a non-prior art document 

(same as pre-AIA) 
 
 



"Otherwise available to the public" – catch-all 
may include: 
◦ an oral presentation at a scientific meeting  
◦ a demonstration at a trade show  
◦ a lecture or speech  
◦ a statement made on a radio talk show  
◦ a YouTube video, Web site, or other on-line 

material (this type of disclosure may also qualify as 
a printed publication under AIA and pre-AIA law)  

 



Even though a disclosure of subject matter 
falls within the scope of 102(a)(1), it may not 
be used in a prior art rejection if one of the 
exceptions stated in 102(b)(1) applies.  
Two Types of Exceptions: (102(b)(1)) 
◦ Inventor Originated Disclosure Within Grace Period 

(102(b)(1)(a)) 
◦ Third Party Intervening Disclosure Within Grace 

Period (102(b)(1)(b)) 
 
 



(b) EXCEPTIONS.—  
(1) DISCLOSURES MADE 1 YEAR OR LESS 
BEFORE THE EFFECTIVE FILING DATE OF THE 
CLAIMED INVENTION.—A disclosure made 1 
year or less before the effective filing date of 
a claimed invention shall not be prior art to 
the claimed invention under subsection (a)(1) 
if—  
◦ (A) the disclosure was made by the inventor or joint 

inventor or by another who obtained the subject 
matter disclosed directly or indirectly from the 
inventor or a joint inventor  

 



For this exception to apply to a disclosure, 
the disclosure must be:  
◦ within the grace period and  
◦ an "inventor-originated disclosure" that is made by: 

the inventive entity ("the inventor") 
one or more joint inventors, or  
another who obtained the disclosed subject matter 
from the inventor or a joint inventor either directly or 
indirectly.  





(b) EXCEPTIONS.—  
◦ (1) DISCLOSURES MADE 1 YEAR OR LESS BEFORE THE 

EFFECTIVE FILING DATE OF THE CLAIMED 
INVENTION.—A disclosure made 1 year or less 
before the effective filing date of a claimed 
invention shall not be prior art to the claimed 
invention under subsection (a)(1) if—  

. . . .  
(B) the subject matter disclosed had, before such 
disclosure, been publicly disclosed by the inventor or a 
joint inventor or another who obtained the subject 
matter disclosed directly or indirectly from the 
inventor or a joint inventor.  



For this exception to apply to a third party’s 
disclosure of subject matter X:  
◦ the third party’s disclosure must have been made 

during the claimed invention's grace period 
◦ an inventor-originated disclosure must have been 

made prior to the third party’s disclosure, and  
◦ both must have disclosed subject matter X 





Although the same "subject matter" must be 
disclosed, there is no requirement:  
◦ That the inventor-originated disclosure and the third 

party's intervening disclosure be made in the same 
manner; or  

◦ That the two disclosures be made using identical words, 
figures, tables, or other forms of expression.   

OBVIOUS ≠ SAME SUBJECT MATTER  
◦ Even if an intervening disclosure by a third party is 

obvious over an inventor-originated prior public 
disclosure, this is nnot a disclosure of the same subject 
matter and the 102(b)(1)(B) exception does not apply.  

 



§ 102. Conditions for patentability; novelty  
◦ (a) NOVELTY; PRIOR ART.—A person shall be entitled to a patent 

unless—  
. . . .  
(2) the claimed invention was described in a patent issued under section 
151, or in an application for patent published or deemed published 
under section 122(b), in which the patent or application, as the case 
may be, names another inventor and was effectively filed before the 
effective filing date of the claimed invention.  

102(a)(2) precludes a patent if the claimed invention 
names another inventor and was described in a:  
◦ U.S. Patent 
◦ U.S. Patent Application Publication, or 
◦ WIPO published PCT (international) application that designated the 

United States 
that was effectively filed before the effective filing date of the 
claimed invention. 
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A WIPO published PCT application must have 
designated the United States in order to be 
102(a)(2) prior art. 
There is no longer a requirement that the 
WIPO published PCT application have been 
filed on or after November 29, 2000, or have 
been published in English in order to qualify 
as 102(a)(2) prior art. 



Under 102(a)(2), a disclosure in a U.S. patent 
document, including a WIPO published PCT 
(international) application, is not prior art 
unless the document names "another 
inventor" (i.e., a different inventive entity).  
This is different from 102(a)(1), where a 
document by the inventor can be prior art. 



(d) PATENTS AND PUBLISHED APPLICATIONS 
EFFECTIVE AS PRIOR ART.—For purposes of 
determining whether a patent or application for 
patent is prior art to a claimed invention under 
subsection (a)(2), such patent or application shall be 
considered described in the patent or application—  
◦ (1) if paragraph (2) does not apply, as of the actual filing 

date of the patent or the application for patent; or  
◦ (2) if the patent or application for patent is entitled to claim 

a right of priority under section 119, 365(a), or 365(b), or 
to claim the benefit of an earlier filing date under section 
120, 121, or 365(c), based upon 1 or more prior filed 
applications for patent, as of the filing date of the earliest 
such application that describes the subject matter.  

 

(d) PAATENTS ANND PUBLISHEED APPLICAATIONS(d) PAATENTS ANND PUBLISHEED APPLICAATIONS



A U.S. patent document may be applied as 
prior art as of its effectively filed date. The 
effectively filed date for 102(a)(2) references 
according to 102(d) is the earlier of:  
◦ the actual filing date of the U.S. patent or the 

published application (U.S. or WIPO), or  
◦ the filing date of the earliest application to which 

the U.S. patent or the published application (U.S. or 
WIPO) is entitled to claim a right of foreign priority 
or domestic benefit which describes the subject 
matter.  

 



Even though a 102(a)(2) reference describes 
the claimed invention, the reference may not 
be used in a prior art rejection if one of the 
exceptions stated in 102(b)(2) applies.  
Three Types of Exceptions: 
◦ Disclosure Obtained From Inventor 
◦ Intervening Disclosure By Third Party 
◦ Commonly Owned Disclosures 
Note that the 102(b)(2) exceptions do not 
involve the one-year grace period. 
 



(b) EXCEPTIONS.— . . . .  
◦ (2) DISCLOSURES APPEARING IN APPLICATIONS AND 

PATENTS.—A disclosure shall not be prior art to a 
claimed invention under subsection (a)(2) if—  

(A) the subject matter disclosed was obtained directly 
or indirectly from the inventor or a joint inventor 

A 102(a)(2) reference is not prior art as of the 
effectively filed date if "the subject matter 
disclosed" was obtained from one or more 
members of the inventive entity, either 
directly or indirectly. 





(2) DISCLOSURES APPEARING IN 
APPLICATIONS AND PATENTS.—A disclosure 
shall not be prior art to a claimed invention 
under subsection (a)(2) if—  
◦ . . . .  
◦ (B) the subject matter disclosed had, before such 

subject matter was effectively filed under 
subsection (a)(2), been publicly disclosed by the 
inventor or a joint inventor or another who obtained 
the subject matter disclosed directly or indirectly 
from the inventor or a joint inventor  



For this exception to apply to a third party’s 
U.S. patent document disclosing subject 
matter X:  
◦ The third party’s U.S. patent document must have 

been effectively filed before the effective filing date 
of the claimed invention,  

◦ An inventor-originated disclosure must have been 
made prior to the third party’s effectively filed date, 
and  

◦ Both must have disclosed subject matter X.  
 





(2) DISCLOSURES APPEARING IN 
APPLICATIONS AND PATENTS.—A disclosure 
shall not be prior art to a claimed invention 
under subsection (a)(2) if—  
◦ . . . .  
◦ (C) the subject matter disclosed and the claimed 

invention, not later than the effective filing date of 
the claimed invention, were owned by the same 
person or subject to an obligation of assignment to 
the same person. 



For the 102(b)(2)(C) exception to apply, the 
subject matter of the potential 102(a)(2) 
reference and the claimed invention in the 
application under examination must have 
been, not later than the effective filing date of 
the claimed invention:  
◦ Owned by the same person,  
◦ Subject to an obligation of assignment to the same 

person, or  
◦ Deemed to have been owned by or subject to an 

obligation of assignment to the same person. 



(c) COMMON OWNERSHIP UNDER JOINT RESEARCH 
AGREEMENTS.— Subject matter disclosed and a 
claimed invention shall be deemed to have been 
owned by the same person or subject to an obligation 
of assignment to the same person in applying the 
provisions of subsection (b)(2)(C) if—  
◦ (1) the subject matter disclosed was developed and the 

claimed invention was made by, or on behalf of, 1 or more 
parties to a joint research agreement that was in effect on 
or before the effective filing date of the claimed invention;  

◦ (2) the claimed invention was made as a result of activities 
undertaken within the scope of the joint research 
agreement; and  

◦ (3) the application for patent for the claimed invention 
discloses or is amended to disclose the names of the 
parties to the joint research agreement.  

 

((c) COMMON OWWNERSHIP UUNDER JOINT RESEARCHH ) COMMON OWWNERSHIP UUNDER JOINT RESEARCHH



There are three conditions for the 102(b)(2)(C) 
common ownership exception in view of a joint 
research agreement (JRA) under 102(c):  
◦ The subject matter disclosed in a potential prior art U.S. 

patent document was developed, and the claimed 
invention was made, by or on behalf of parties to a JRA 
that was in effect not later than the effective filing date 
of the claimed invention,  

◦ The claimed invention was made as a result of activities 
within the scope of the JRA, aand  

◦ The application that includes the claimed invention must 
name, or be amended to name, the parties to the JRA.  

 





§ 103. Conditions for patentability; non-
obvious subject matter  
◦ A patent for a claimed invention may not be 

obtained, . . . . if the differences between the 
claimed invention and the prior art are such that the 
claimed invention as a whole would have been 
obvious bbefore the effective filing date of the 
claimed invention to a person having ordinary skill 
in the art to which the claimed invention pertains. 
Patentability shall not be negated by the manner in 
which the invention was made. 

Prior art under 102(a)(1) and 102(a)(2) can be 
used to support a claim of obviousness 


